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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Specification 

The incorporation of essential material in the specification by reference to an 
unpublished U.S. application, foreign application or patent, or to a publication is 
improper. Applicant is required to amend the disclosure to include the material 
incorporated by reference, if the material is relied upon to overcome any objection, 
rejection, or other requirement imposed by the Office. The amendment must be 
accompanied by a statement executed by the applicant, or a practitioner representing 
the applicant, stating that the material being inserted is the material previously 
incorporated by reference and that the amendment contains no new matter. 37 CFR 
1.57(f). 

Applicant has indicated in the response of 11/15/2004, that the essential material 
referred to above, is actually present in the original disclosure of the instant application 
as filed. The Examiner maintains that the specification should then be corrected 
accordingly to remove the language implying an improper incorporation by reference, 
for purposes of clarity and completeness. The Examiner would point Applicant to MPEP 
608.01 (p) for such authority. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 8/12/2005 is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 
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It is noted that the IDS refers to the Japanese "Office action" as providing the 
statement of relevance for the document submitted, however, no translation of that 
"Office action" was provided. The Examiner has considered this reference based on the 
English abstract and the figures. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 9-13 and 17-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hillebrenneretal., U.S. patent No. 5,534,221. 

Hillebrenner et al., set forth a container for endscope sterilization wherein both a 
tray and lid are provided, with each having a recessed means for predetermined 
placement and protection of the endoscope with means to prevent different areas of the 
endoscope to touch during treatment. See column 2, lines 40-45 and 55-62, column 3, 
lines 1-6, and 10-20 and 29-36, and column 6, lines 10-60, column 7, 64-68, and finally 
column 10, lines 60-65. 

Claims 1-8, 10-13, 16-20 and 22-24 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Monch U.S. patent No. 4,730,729. 
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Monch teaches a container for sterilization of endoscopes and parts therefor 
having a tray with a recessed section to receive the instrument and a lid for 
cooperatively covering the tray and instrument. Resilient instrument restraint and 
protection means are provided in both the tray and lid to protect the instrument during 
sterilization. An outer lid is also provided above the lid that cooperates with the tray. 
The container has handles thereon and is constructed for high temperature, high 
pressure sterilization of endoscopes. See Fig. 4-6, 8 and 11. See also column 2, lines 
25-50. 

With respect to claim 6, see Fig. 4. 

Claims 1-3, 6-8, 10-13, 16-20 and 22 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Hauze U.S. patent No. 4,798,292. 

Hauze teaches a container for sterilization of sensitive medical instruments 
including a tray having resilient means to receive and protectively support an instrument 
therein. A lid constructed to cooperate with the resilient means of the tray to 
protectively support the instrument. A second tray/lid is also taught, which is 
constructed with recesses spaced to accommodate other small parts of the instrument 
to be sterilized. This lid is further covered with the outer lid. See column 4, lines 25-35, 
column 7, line 18 through column 8, line 20, and Figs. 9 and 10. 

Claims 1-3 and 6-22 are rejected under 35 U.S.C. 102(a) as being anticipated by 
JP 2000-060791. See Fig. 1. 

Terminal Disclaimer 
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The terminal disclaimer filed on 6/13/2005 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of any 
patent granted to application serial number 09/919,190 has been reviewed and is 
accepted. The terminal disclaimer has been recorded. 



Response to Arguments 

Applicant's arguments filed 6/13/2005 have been fully considered but they are 
not persuasive. Applicant argues that the Examiner has interpreted the claim limitation 
of "pressing force preventing means" in a manner inconsistent with the instant 
specification and claims, however, the Examiner would maintain that she has 
appropriately interpreted the claim language in it's broadest interpretation and all of the 
references applied meet that limitation with means for preventing shock damage to an 
endoscope or surgical instrument. 

Applicant further argues that the newly added language regarding "one locus 
portion" more clearly defines the "pressing force preventing means" and that the 
Hillebrenner fails to meet such means, however, the Examiner would disagree and note 
that Hillebrenner clearly teaches that the cylindrical support means formed by both the 
tray and lid, around which the flexible section of the insertion part of the endoscope is 
placed, has a strength such that it prevents collapse of the container onto the 
endoscope during pressurized treatment thereof. This clearly meeting the claim 
language as now presented. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krisanne Jastrzab whose telephone number is 571-272- 
1279. The examiner can normally be reached on Mon.-Wed. 6:30am-4:00pm and 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Kim can be reached on 571-272-1 142. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). / 
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